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DETAILED ACTION 

1 . The declaration under 37 CFR 1 .132 filed 10/25/06 is insufficient to overcome the 
rejection of claims 1-18 based upon Martines-Serna Villagran et al in view of Tallberg et 
al or Stahl, as set forth in the last Office action because: the declaration of Dr. Buwalda 
discusses only the primary reference by itself, rather than the combination of references 
relied upon in the previous rejection. The only mention of Tallberg et al and Stahl is to 
state that they do not include flakes and granules. In response to applicants arguments 
against the references individually, one cannot show nonobviousness by attacking 
references individually where the rejections are based on combinations of references. 
See In re Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 1981); In re Merck & Co., 800 
F.2d 1091, 231 USPQ 375 (Fed. Cir. 1986). 

Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. Claims 1-9 and 15-18 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Martines-Serna Villagran et al in view of Tallberg et al [Pat. No. 5,824,798]. 
Martines-Serna Villagran et al teaches a snack product comprising potato flakes 
(column 10, lines 15-28), normal potato flakes comprising about 73-81% amylopectin 
(column 6, line 50), the preferred potato flakes having an increased amylopectin content 
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produced by blanching and pre-conditioning (column 7, line 31), the potato flakes 
comprising 78% of the snack product (column 21, line 25), cereal flours and normal 
potato starches (column 10, lines 40-63), additives such as emulsifiers (column 11, line 
65), the snack products being fried, baked, or extruded (column 10, lines 15-28), 
Saturna variety of potatoes (column 4, line 28), less than 5% reducing sugars (column 
1 1 , line 50), and oil (column 17, line 30). Martines-Serna Villagran et al do not recite 
potato starch with an amylopectin content of at least 95%. Tallberg et al teaches a 
potato comprising starch with an amylopectin content of 100% (claim 1; column 1, lines 
37-44). It would have been obvious to one of ordinary skill in the art to incorporate the 
high amylopectin potato of Tallberg et al into the invention of Martines-Serna Villagran 
et al since both are directed to food products, since Martines-Serna Villagran et al 
already taught the use of any commercially available potato (column 4, line 24), since 
Martines-Serna Villagran et al already used starch with a higher amylopectin content of 
about 84% (column 7, line 31), since the 100% high amylopectin potato starch of 
Tallberg et al has not been subjected to chemical modification, making it more suitable 
as a food ingredient (column 1 , lines 37-44), and since the potato of Tallberg et al would 
have eliminated the need for blanching and pre-conditioning in Martines-Serna Villagran 
et al. The combined product of Martines-Serna Villagran et al and Tallberg et al would 
have inherently provided increased expansion due to its higher amylopectin content. 
4. Claims 10-14 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Madines-Serna Villagran et al, in view of Tallberg et al, as applied above, and further in 
view of Jeffcoat et al [Pat. No. 6,541 ,060]. 
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Martines-Serna Villagran et al and Tallberg et al teach the above mentioned 
components. Martines-serna Villagran et al and Tallberg et al do not recite less than 
10% pregelatinized waxy potato starch. Jeffcoat et al teach a food product comprising 
less than 10% pregelatinized waxy potato starch (column 13, Example 18). It would 
have been obvious to one of ordinary skill in the art to incorporate the less than 10% 
pregelatinized waxy potato starch of Jeffcoat et al into the invention of Madines-Serna 
Villagran et al, in view of Tallberg et al, since all are directed to food products, since 
Martines-Serna Villagran et al already included many different types of starches 
(column 10, lines 39-63), and since pregelatinized waxy potato ptarch was commonly 
used in food products, as shown by Jeffcoat et al (column 13, Example 18). 
5. Claims 1-9 and 15-18 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Martines-Serna Villagran et al in view of Stahl [Pat. No. 5,759,597] 
Madines-Serna Villagran et al teaches a snack product comprising potato flakes 
(column 10, lines 15-28), the potato flakes comprising 78% of the snack product 
(column 21 , line 25), normal potato flakes comprising about 73-81% amylopectin 
(column 6, line 50), the preferred potato flakes having an increased amylopectin content 
produced by blanching and pre-conditioning (column 7, line 31), cereal flours and 
normal potato starches (column 10, lines 40-63), additives such as emulsifiers (column 
11, line 65), the snack products being fried, baked, or extruded (column 10, lines 15- 
28), Saturna variety of potatoes (column 4, line 28), less than 5% reducing sugars 
(column 11, line 50), and oil (column 17, line 30). Martines-Serna Villagran et al do not 
recite potato starch with an amylopectin content of at least 95%. Stahl teaches a food 
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product comprising potato starch with an amylopectin content of at least 95% (claims 1- 
2). It would have been obvious to one of ordinary skill in the art to incorporate the high 
amylopectin potato starch of Stahl into the invention of Martines-Serna Villagran et al 
since both are directed to food products, since Martines-Serna Villagran et al already 
taught the use of any commercially available potato (column 4, line 24), since Martines- 
Serna Villagran et al already used starch with a higher amylopectin content of about 
84% (column 7, line 31), since the 95% high amylopectin potato starch of Stahl has not 
been subjected to chemical modification, making it more suitable as a food ingredient, 
and since the potato of Stahl would have eliminated the need for blanching and pre- 
conditioning in Martines-Serna Villagran et al. The combined product of Martines-Serna 
Villagran et al and Stahl would have inherently provided increased expansion due to its 
higher amylopectin content. 

6. Claims 10-14 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Martines-Serna Villagran et al, in view of Stahl, as applied above, and further in view of 
Jeffcoat et al [Pat. No. 6,541,060]. 

Martines-Serna Villagran et al and Stahl teach the above mentioned components. 
Martines-Serna Villagran et al and Stahl do not recite less than 10% pregelatinized 
wauy potato starch. Jeffcoat et al teach a food product comprising less than 10% 
pregelatinized waxy potato starch (column 13, Example 18). It would have been obvious 
to one of ordinary skill in the art to incorporate the less than 10% pregelatinized waxy 
potato starch of Jeffcoat et al into the invention of Martines-Serna Villagran et al, in view 
of Stahl, since all are directed to food products, since Martines-Serna Villagran et al 
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already included many different types of starches (column 10, lines 39-63), and since 
pregelatinized waxy potato starch was commonly used in food products, as shown by 
Jeffcoat et al (column 13, Example 18). 

7. Claims 1-9 and 15-18 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Martines-Serna Villagran et al in view of Buwalda [Sheer Stability]. 
Martines-Serna Villagran et al teaches a snack product comprising potato flakes 
(column 10, lines 15-28), normal potato flakes comprising about 73-81% amylopectin 
(column 6, line 50), the preferred potato flakes having an increased amylopectin content 
produced by blanching and pre-conditioning (column 7, line 31), the potato flakes 
comprising 78% of the snack product (column 21, line 25), cereal flours and normal 
potato starches (column 10, lines 40-63), additives such as emulsifiers (column 1 1 , line 
65), the snack products being fried, baked, or extruded (column 10, lines 15-28), 
Saturna variety of potatoes (column 4, line 28), less than 5% reducing sugars (column 
11 , line 50), and oil (column 17, line 30). Martines-Serna Villagran et al do not recite 
potato starch with an amylopectin content of at least 95%. Buwalda teach a 100% 
amylopectin potato starch (Table 1). It would have been obvious to one of ordinary skill 
in the art to incorporate the 100% amylopectin potato starch of Buwalda into the 
invention of Martines-Serna Villagran et al since both are directed to food products, 
since Martines-Serna Villagran et al already taught the use of any commercially 
available potato (column 4, line 24), since Martines-Serna Villagran et al already used 
starch with an increased amylopectin content (column 7, line 31), since the 100% 
amylopectin potato starch of Buwalda provides improved expansion properties in snack 
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foods (page 13, column 3, paragraph 1), and since the potato starch of Buwalda would 
have eliminated the need for blanching and pre-conditioning in Martines-Serna Villagran 
et al in order to increase the amyiopectin content. 

8. Claims 10-14 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Martines-Serna Villagran et al, in view of Buwalda, as applied above, and further in view 
of Jeffcoat et al [Pat. No. 6,541 ,060]. 

Martines-Serna Villagran et al and Buwalda teach the above mentioned components. 
Martines-Serna Villagran et al and Buwalda do not recite less than 10% pregelatinized 
wauy potato starch. Jeffcoat et al teach a food product comprising less than 10% 
pregelatinized waxy potato starch (column 13, Example 18). It would have been obvious 
to one of ordinary skill in the art to incorporate the less than 10% pregelatinized waxy 
potato starch of Jeffcoat et al into the invention of Martines-Serna Villagran et al, in view 
of Buwalda, since all are directed to food products, since Martines-Serna Villagran et al 
already included many different types of starches (column 10, lines 39-63), and since 
pregelatinized waxy potato starch was commonly used in food products, as shown by 
Jeffcoat et al (column 13, Example 18). 



Response to Arguments 

9. Applicant's arguments filed August 18, 2006 have been fully considered but they 
are not persuasive. 

In response to applicant's arguments against the references individually (in 
particular Martines-Serna Villagran et al), one cannot show nonobviousness by 
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attacking references individually where the rejections are based on combinations of 
references. See In re Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 1981 ); In re Merck & 
Co., 800 F.2d 1091, 231 USPQ 375 (Fed. Cir. 1986). The test for obviousness is not 
whether the features of a secondary reference may be bodily incorporated into the 
structure of the primary reference; nor is it that the claimed invention must be expressly 
suggested in any one or all of the references. Rather, the test is what the combined 
teachings of the references would have suggested to those of ordinary skill in the art. 
See In re Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 1981). 

In response to applicant's argument that the references fail to show certain 
features of applicant's invention, it is noted that the features upon which applicant relies 
(i.e., a lack of amylose) are not recited in the rejected claim(s). Although the claims are 
interpreted in light of the specification, limitations from the specification are not read into 
the claims. See In re Van Geuns, 988 F.2d 1181, 26 USPQ2d 1057 (Fed. Cir. 1993). 

In response to applicant's argument that there is no suggestion to combine the 
references, the examiner recognizes that obviousness can only be established by 
combining or modifying the teachings of the prior art to produce the claimed invention 
where there is some teaching, suggestion, or motivation to do so found either in the 
references themselves or in the knowledge generally available to one of ordinary skill in 
the art. See In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 1988)and In re 
Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). In this case, Martines-Serna 
Villagran et al is directed to a snack food comprising potato flakes with above normal 
amylopectin content. Tallberg et al is directed to a type of potato with increased levels of 
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amylopectin. It would have been obvious to one of ordinary skill in the art to incorporate 
the high amylopectin potato of Tallberg et al into the invention of Martines-Serna 
Villagran et al since both are directed to food products, since Martines-Serna Villagran 
et al already taught the use of any commercially available potato (column 4, line 24), 
since Martines-Serna Villagran et al already used starch with a higher amylopectin 
content of about 84% (column 7, line 31), since the 100% high amylopectin potato 
starch of Tallberg et al has not been subjected to chemical modification, making it more 
suitable as a food ingredient (column 1 , lines 37-44), and since the potato of Tallberg et 
al would have eliminated the need for blanching and pre-conditioning in Martines-Serna 
Villagran et al. 

In response to applicant's argument that there is no suggestion to combine the 
references, the examiner recognizes that obviousness can only be established by 
combining or modifying the teachings of the prior art to produce the claimed invention 
where there is some teaching, suggestion, or motivation to do so found either in the 
references themselves or in the knowledge generally available to one of ordinary skill in 
the art. See In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 1988)and In re 
Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). In this case, Martines-Serna 
Villagran et al is directed to a snack food comprising potato flakes with above normal 
amylopectin content. Stahl is directed to a type of potato with increased levels of 
amylopectin. It would have been obvious to one of ordinary skill in the art to incorporate 
the high amylopectin potato of Stahl into the invention of Martines-Serna Villagran et al 
since both are directed to food products, since Martines-Serna Villagran et al already 
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taught the use of any commercially available potato (column 4, line 24), since Martines- 
Serna Villagran et al already used starch with a higher amylopectin content of about 
84% (column 7, line 31), since the 95% high amylopectin potato starch of Stahl has not 
been subjected to chemical modification, making it more suitable as a food ingredient 
(column 1, lines 37-44), and since the potato of Stahl would have eliminated the need 
for blanching and pre-conditioning in Martines-Serna Villagran et al. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Drew E. Becker whose telephone number is 571-272- 
1396. The examiner can normally be reached on Mon.-Fri. 8am to 4:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Milton Cano can be reached on 571-272-1398. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




DREW BECKER 
PRIMARY EXAMINER 




